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DETAILED ACTION 



1 . This Office Action is response to Applicants' response filed on 05/04/2005. 

2. Claims 1-41 are pending in this application. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 37 is rejected under 35 U.S.C. 101 because this claim is a non-statutory 
since the steps of clainned invention are able to perfornn manually without the use of 
computer system/machine. Also, especially, in the line 7 of claim 37, the database is 
just a software not a physical storage. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claim 37 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particulariy point out and distinctly claim the subject matter which applicant 
regards as the invention. Since in the line 6 of the claim, "said disclosure" is not clearly 
in the claimed invention. 
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Claim Rejections - 35 USC § 103 



6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the Invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claims 1-3, 7, 9, 17-18, 19-20, 21-23, 24, 36, 37-38 and 41 are rejected under 35 
U.S.C. 103(a) as being unpatentable over US Patent No. 5,247,661 issued to Hager et 
al. (hereinafter Hager) in view of Pub. No.: US 2004/0230566 A1 of Balijepalli et al. 
(hereinafter (Balijepalli). 

With respect to claim 1, Hager teaches forming an invention disclosure online by 
entering a plurality of selected information portions into a web-based system (an 
invention disclosure document is displayed as shown in fig. 4A in order to a 
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user/inventor to create an invention disclosure document on-line via the network of LAN 
(fig. 1 , Local Area Network (LAN) and col. 3, lines 40-67 and coL 4, lines 1-15) by 
entering inventors' information, title of invention: col. 3, lines 30-52 and col. 6, lines 41- 
67); 

after each of the plurality of selected information portions are entered, storing 
each of the information portions in^ central storage location (the entered information or 
information portions of invention disclosure documented is storage in the storage 
device: fig. 1, item 14 col. 3, lines 16-30); and 

allowing access to various users for reviewing the information (the user/staff, 
inventor or co-inventor, who are enabled to get into the system to review the invention 
disclosure document: fig. 2, col. 30-45). 

Hager teaches a creating an invention disclosure document by entering the 
information of invention into a form displayed as shown in fig. 4 via computer network 
such as LAN or Internet network (col. 3, lines 40-67) and the entered information or 
invention disclosure document is enabled for a user to review it. Also Hager teaches 
LAN coupled via communications link to gateway server (coL 3, lines 35-67) and a 
central computer system may coupled to a storage device which may serve as remote 
storage for LAN (col. 3, lines 30-35). Hager does not clearly teach a central storage 
location and web-based system. 

However, Balijepalli teaches central server is coupled with database (figs. 1, 2 & 
8, over the Internet network/web server: abstract, sections 0008-0010, 0030 and 0063- 
0064). 
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Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Hager with the teachings 
of Balijepalli, wherein the online creation of invention disclosure document to be entered 
via a computer network coupling to LAN communication links and storage devices in the 
system provided therein (Hager's figs. 1 , 2 and 4), would incorporate the use of web- 
based system having a central storage location, in the same conventional manner as 
described by Balijepalli (figs. 1, 2 & 8 and section 0063-0064). The motivation being to 
be easily and effectively to retrieve, update, display the information or data from the 
Internet network to the web client. 

With respect to claim 2, Hager teaches step of forming includes providing 
identification information; whereby upon providing identification information to said 
web-based server; and retrieving user information from the directory system in response 
to the identification information (inventor's name, location: fig. 4 and col. 6, lines 41-67). 

With respect to claim 3, Hager teaches step of prompting the user for 
classification information (functional code: col. 7, lines 1-8). 

With respect to claim 7, Hager teaches ranking the disclosure (col. 7, lines 55-65; 
also col. 1, lines 55-65). 

With respect to claim 9, Hager teaches prompting a patentability review from the 
patent staff person (the user/staff, inventor or co-inventor, who are enabled to get into 
the system to review the invention disclosure document: fig. 2, col. 30-45). 
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Claim 17 is essentially the same as claim 1 except that it is directed to a system 
rather than a method, and is rejected for the same reason as applied to the claim 1 
hereinabove. 

Claim 18 is essentially the same as claim 2 except that it is directed to a system 
rather than a method (user ID and password: col. 18, lines 35-61), and is rejected for 
the same reason as applied to the claim 2 hereinabove. 

With respect to claims 19-22, Hager teaches an invention disclosure system as 
discussed in claim 17. 

Hager teaches a creating an invention disclosure document by entering the 
information of invention into a form displayed as shown in fig. 4 via computer network 
such as LAN or Internet network (col. 3, lines 40-67) and the entered information or 
invention disclosure document is enabled for a user to review it. Also Hager teaches 
LAN coupled via communications link to gateway server (col. 3, lines 35-67) and a 
central computer system may coupled to a storage device which may serve as remote 
storage for LAN (col. 3, lines 30-35). Hager does not clearly teach a web server, a web 
browser, web login. 

However, Balijepalli teaches central server is coupled with database (figs. 1, 2 & 
8, over the Internet network/web server: abstract, sections 0008-0010, 0030 and 0063- 
0064) and login web ser screen (figs. 5 and 6, sections 0026). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Hager with the teachings 
of Balijepalli, wherein the online creation of invention disclosure document to be entered 
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via a computer network coupling to LAN communication links and storage devices in the 
system provided therein (Hager's figs. 1 , 2 and 4), would incorporate the use of web- 
based system having a central storage location, in the same conventional manner as 
described by Balijepalli (figs. 1, 2 & 8 and section 0063-0064). The motivation being to 
be easily and effectively to retrieve, update, display the information or data from the 
Internet network to the web client. 

With respect to claim 23, Hager teaches forming an invention disclosure online by 
entering a plurality of selected information into a web-based system (an invention 
disclosure document is displayed as shown in fig. 4A in order to a user/inventor to 
create an invention disclosure document on-line via the network of LAN (fig. 1, Local 
Area Network (LAN) and col. 3, lines 40-67 and col. 4, lines 1-15) by entering inventors' 
information, title of invention: col. 3, lines 30-52 and col. 6, lines 41-67); 

after each of the plurality of selected information is entered (the entered 
information or information portions of invention disclosure documented is storage in the 
storage device: fig. 1, item 14 col. 3, lines 16-30); 

allowing access to various users to access the information (the user/staff, 
inventor or co-inventor, who are enabled to get into the system to review the invention 
disclosure document: fig. 2, col, 30-45); 

prompting the user for classification information; notifying an evaluator in 
response to the classification information and prompting an evaluator from the evaluator 
(inventor's name, location: fig. 4 and col. 6, lines 41-67; functional code: col. 7, lines 1-8 
and evaluation; col. 5, lines 1-12 and lines 22-38). 
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Hager teaches a creating an invention disclosure document by entering the 
information of invention into a form displayed as shown in fig. 4 via computer network 
such as LAN or Internet network (col. 3, lines 40-67) and the entered information or 
invention disclosure document is enabled for a user to review it. Also Hager teaches 
LAN coupled via communications link to gateway server (col. 3, lines 35-67) and a 
central computer system may coupled to a storage device which may serve as remote 
storage for LAN (col. 3, lines 30-35). Hager does not clearly teach a web server, a web 
browser, web login. 

However, Balijepalli teaches central server is coupled with database (figs. 1, 2 & 
8, over the Internet network/web server: abstract, sections 0008-0010, 0030 and 0063- 
0064) and login web ser screen (figs. 5 and 6, sections 0026). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Hager with the teachings 
of Balijepalli, wherein the online creation of invention disclosure document to be entered 
via a computer network coupling to LAN communication links and storage devices in the 
system provided therein (Hager's figs. 1, 2 and 4), would incorporate the use of web- 
based system having a central storage location, in the same conventional manner as 
described by Balijepalli (figs. 1 , 2 & 8 and section 0063-0064). The motivation being to 
be easily and effectively to retrieve, update, display the information or data from the 
Internet network to the web client. 

With respect to claim 24, Hager teaches a method as discussed in claim 23. 
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Hager teaches a creating an invention disclosure document by entering the 
information of invention into a form displayed as shown in fig. 4 via computer network 
such as LAN or Internet network (col. 3, lines 40-67) and the entered information or 
invention disclosure document is enabled for a user to review it. Also Hager teaches 
LAN coupled via communications link to gateway server (col. 3, lines 35-67) and a 
central computer system may coupled to a storage device which may serve as remote 
storage for LAN (col. 3, lines 30-35). Hager does not clearly teach a web server. 

However, Balijepalli teaches central server is coupled with database (figs. 1, 2 & 
8, over the Internet network/web server: abstract, sections 0008-0010, 0030 and 0063- 
0064) and login web ser screen (figs. 5 and 6, sections 0026). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Hager with the teachings 
of Balijepalli, wherein the online creation of invention disclosure document to be entered 
via a computer network coupling to LAN communication links and storage devices in the 
system provided therein (Hager's figs. 1, 2 and 4), would incorporate the use of web- 
based system having a central storage location, in the same conventional manner as 
described by Balijepalli (figs. 1, 2 & 8 and section 0063-0064). The motivation being to 
be easily and effectively to retrieve, update, display the information or data from the 
Internet network to the web client. 

With respect to claim 37, Hager teaches entering identification information (fig. 
4a, col. 6, lines 41-67); 
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retrieving user information from a directory system in response to said (retrieving 
document: fig. 4, col. 6, lines 15-22); 

identification information entering disclosure information to create an invention 
disclosure (fig. 2, col. 16-65 and col. 6, lines 41-67); 

coupling said user information with said disclosure (fig. 4, col. 6, lines 41-67) and 

storing the disclosures in the database (col. 3, lines 5-30, fig. 1 , item 14). 

Hager teaches a creating an invention disclosure document by entering the 
information of invention into a form displayed as shown in fig. 4 via computer network 
such as LAN or Internet network (col. 3, lines 40-67) and the entered information or 
invention disclosure document is enabled for a user to review it. Also Hager teaches 
LAN coupled via communications link to gateway server (col. 3, lines 35-67) and a 
central computer system may coupled to a storage device which may serve as remote 
storage for LAN (col. 3, lines 30-35). Hager does not clearly teach a central storage 
location and web-based system. 

However, Balijepalli teaches central server is coupled with database (figs. 1 , 2 & 
8, over the Internet network/web server: abstract, sections 0008-0010, 0030 and 0063- 
0064). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Hager with the teachings 
of Balijepalli, wherein the online creation of invention disclosure document to be entered 
via a computer network coupling to LAN communication links and storage devices in the 
system provided therein (Hager's figs. 1 , 2 and 4), would incorporate the use of web- 
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based system having a central storage location, in the same conventional manner as 
described by Balijepalli (figs. 1 , 2 & 8 and section 0063-0064). The motivation being to 
be easily and effectively to retrieve, update, display the information or data from the 
Internet network to the web client. 

With respect to claim 38 and 41 , Hager teaches prompting the user for 
classification information (functional code: col. 7, lines 1-8); and 

prompting a patentability review from the patent staff person (the user/staff, 
inventor or co-inventor, who are enabled to get into the system to review the invention 
disclosure document: fig. 2, col. 30-45). 



9. Claims 4-6, 8, 10-15, 25-35, and 39-40 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over US Patent No. 5,247,661 issued to Hager et al. (hereinafter 
Hager) in view of Pub. No.: US 2004/0230566 Al of Balijepalli et al. (hereinafter 
(Balijepalli). and further in view of US Patent No. 5,987,464 issued to Schneider. 

With respect to claims 4-6 and 8, Hager in view of Balijepalli discloses a method 
of forming an on-line invention disclosure as discussed in claim 1 . 

Hager and Balijepalli disclose substantially the invention as claimed. 

Hager and Balijepalli do not teach generating an E-mail; providing a hyperlink to 
the disclosure in the E-mail; notifying a patent staff person in response to the 
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classification infornnation; pronnpting an evaluation comprises scheduling an evaluation 
meeting. 

However, Schneider discloses notifying to the user via e-mail, and hyperlink, and 
scheduler as claimed (col. 1, lines 15-26, col. 4, lines 62-67, col. 5, lines 1-9, col. 6, 
lines 8-25, col. 7, lines 26-45, col. 10, lines 12-49 and col. 12, lines 1-33; col. 18, lines 
40-67 and col. 19, lines 1-8). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Hager in view of Balijepalli 
with the teachings of Schneider by incorporating the use of email, hyperlink and 
scheduling for meeting. The motivation being to be easily and effectively to retrieve, 
update, display the information or data from the Internet network to the web client. 

With respect to claims 10-15, Hager in view of Balijepalli discloses a method of 
forming an on-line invention disclosure as discussed in claim 1 . 

Hager and Balijepalli disclose substantially the invention as claimed. 

Hager and Balijepalli do not teach notifying co-authors of a disclosure with their 
name associated therewith in the system; notifying comprises the step of generating an 
E-mail having a hyperlink therein; providing a status update via E-mail. 

However, Schneider discloses notifying to the user via e-mail, and hyperlink, and 
scheduler as claimed (col. 1, lines 15-26, col. 4, lines 62-67, col. 5, lines 1-9, col. 6, 
lines 8-25, col. 7, lines 26-45, col. 10, lines 12-49 and col. 12, lines 1-33; col. 18, lines 
40-67 and col. 19, lines 1-8 and see fig. 11, col. 3, lines 59-67, col. 4, lines 1-8, col. 10, 
lines 12-49, col. 15. lines 52-67, col. 16, lines 1-33). 



Application/Control Number: 09/552,131 Page 13 

Art Unit: 2162 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Hager in view of Balijepalli 
with the teachings of Schneider by incorporating the use of email, hyperlink and 
scheduling for meeting. The motivation being to be easily and effectively to retrieve, 
update, display the information or data from the Internet network to the web client. 

With respect to claims 25-29, Hager in view of Balijepalli discloses a system as 
discussed in claim 23. 

Hager and Balijepalli disclose substantially the invention as claimed. 

Hager and Balijepalli do not teach notifying comprises the step of generating an 
E-mail having a hyperlink therein; providing a status update via E-mail, scheduling an 
evaluation meeting, ranking the disclosure, and notifying a patent staff person. 

However, Schneider discloses notifying to the user via e-mail, and hyperlink, and 
scheduler as claimed (col. 1, lines 15-26, col. 4, lines 62-67, col. 5, lines 1-9, col. 6, 
lines 8-25, col. 7, lines 26-45, col. 10, lines 12-49 and col. 12, lines 1-33; col. 18, lines 
40-67 and col. 19, lines 1-8 and see fig. 11, col. 3, lines 59-67, col. 4, lines 1-8, col, 10, 
lines 12-49, col. 15, lines 52-67, col. 16, lines 1-33). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Hager in view of Balijepalli 
with the teachings of Schneider by incorporating the use of email, hyperlink and 
scheduling for meeting. The motivation being to be easily and effectively to retrieve, 
update, display the information or data from the Internet network to the web client. 
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With respect to claims 30-35, Hager in view of Balijepalli discloses a system as 
discussed in claim 23. 

Hager and Balijepalli disclose substantially the invention as claimed. 

Hager and Balijepalli do not teach identifying co-authors; notifying co-authors of a 
disclosure with their name associated therewith in the system; notifying comprises the 
step of generating an E-mail having a hyperlink therein; viewing the status of the 
invention disclosure on-line; providing a status update via E-mail. 

However, Schneider discloses database connecting with web server, notifying to 
the user via e-mail, hyperlink as claimed (see fig. 11, col. 3, lines 59-67, col. 4, lines 1-8, 
col. 10, lines 12-49, col. 15, lines 52-67, col. 16, lines 1-33). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Hager in view of Balijepalli 
with the teachings of Schneider by incorporating the use of email, hyperlink and 
scheduling for meeting. The motivation being to be easily and effectively to retrieve, 
update, display the information or data from the Internet network to the web client. 

With respect to claims 39-40, Hager in view of Balijepalli discloses a method as 
discussed in claim 37. 

Hager and Balijepalli disclose substantially the invention as claimed. 

Hager and Balijepalli do not teach notifying an evaluator in response to the 
classification information; prompting an evaluation from the evaluator; and notifying a 
patent staff person in response to the classification information. 
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However, Schneider discloses notifying an evaluator and notifying to a patent 
staff as claimed (col. 1, lines 15-26, col. 4, lines 62-67, col. 5, lines 1-9, col. 6, lines 8- 
25, col.. 7, lines 26-45, col. 10, lines 12-49 and col. 12, lines 1-33; col. 18, lines 40-67 
and col. 19, lines 1-8). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Hager in view of Balijepalli 
with the teachings of Schneider by incorporating the use of email, hyperlink and 
scheduling for meeting. The motivation being to be easily and effectively to retrieve, 
update, display the information or data from the Internet network to the web client. 



10. Claims 16 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent No. 5,247,661 issued to Hager et al. (hereinafter Hager) in view of Pub. 
No.: US 2004/0230566 Al of Balijepalli et al. (hereinafter (Balijepalli). and further in 
view of Pub. No.: US 2003/0046307 Al of RIvette et al. (hereinafter Rivette). 

With respect to claim 16, Hager in view of Balijepalli discloses a method of 
forming an on-line invention disclosure as discussed in claim 1 . 

Hager and Balijepalli disclose substantially the invention as claimed. 

Hager and Balijepalli do not teach scanning said paper submission into the 
database. 
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However, Rivette teaches paper patents with images on it or image papers, that 
are to be scanned and displayed to user, are preferably HTML data rendered by the 
browser (sections 001 1 , 0256 and 1246). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Hager in view of Balijepalli - 
with the teachings of Rivette, wherein the data or IP is stored in the memory portion of 
the data sever in the system provided therein (see fig 9), would incorporate the use of 
memory or storage of web or data server site over the network to stored the information 
or data, in the same conventional manner as described by Rivette (sections 0486- 
0489). The motivation being to be easily and effectively to retrieve, update, display the 
information or data from the Internet network to the web client. 

With respect to claim 36, Hager in view of Balijepalli discloses a method of 
forming an on-line invention disclosure as discussed in claim 23. 

Hager and Balijepalli disclose substantially the invention as claimed. 

Hager and Balijepalli do not teach scanning said paper submission into the 
database. 

However, Rivette teaches paper patents with images on it or image papers, that 
are to be scanned and displayed to user, are preferably HTML data rendered by the 
browser (sections 001 1 , 0256 and 1246). 

Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teachings of Hager in view of Balijepalli 
with the teachings of Rivette, wherein the data or IP is stored in the memory portion of 
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the data sever in the system provided therein (see fig 9), would incorporate the use of 
memory or storage of web or data server site over the network to stored the information 
or data, in the same conventional manner as described by Rivette (sections 0486- 
0489). The motivation being to be easily and effectively to retrieve, update, display the 
information or data from the Internet network to the web client. 
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